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REMARKS 

Claims 1 and 3-17 are pending. Claim 1 is amended herein. Support for the amendments 
is detailed below. 

Appiicants' Response to the Claim Rejections under 35 U.S.C. $112 

Claims 1 and 3-17 are rejected under 35 U.S.C. §112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter. 

Specifically, in the amendment reference to the Dv50/Dvl0 ratio being 1.8 or more was 
not properly removed. Applicants have removed the reference to the ratio by amendment to 
claim 1 herein. Wherefore, applicants respectfully submit that claim 1 and its respective 
dependents are now definite. 

Applicants^ Response to the Claim Rejections under 35 U,S,C. S103 

Claims 1, 3, 6-8 and 10-16 are rejected under 35 U.S.C. §103(a) as being 
unpatentable over Takiguchi et al. (US 2004/0043315) in view of JP '423 (JP 2002-182423). 

In response thereto, applicants respectfully submit that the combination of references does 
not render the invention as now claimed obvious for at least the reason that the combination does 
not disclose all the features of the invention as claimed, nor is there any prompting from the 
references or within the knowledge of the art which would lead a skilled artisan to derive the 
current invention. 
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Specifically, the combination of references at least fails to provide for the feature of claim 
1 which states that the silica fine particle (A) is nonconductive. 

The rejection relies upon the disclosures in Takiguchi of the conductive inorganic 
metallic-compound fine particles as being equivalent to the silica fine particles of the claims. As 
described at paragraph [0070], the metallic-compound fine particle may comprise a silicon oxide. 
Further, the rejection admits that the sphericity range is not disclosed by Takiguchi, and relies 
upon the previously cited disclosures of JP' 423 for this element. JP'423 is not otherwise relied 
upon, nor does it contain any teaching regarding the features for which Takaiguchi is relied upon 
by the rejection. 

Takiguchi is teaching the metallic-compound fine particles as having a Dv50/DvlO ratio 
of 2 or more; whereas, the present invention is utilizing a silica inorganic fine powder having this 
ratio. Specifically, according to one possible embodiment of the present invention, as described 
in applicants' specification from pages 7-13, the toner includes an external additive comprising: 
(1) silica fine particle (A) which has the characteristics set forth in claim 1; (2) possibly silica 
particle (B) which has a smaller volume average particle diameter in the range of 5 to 80nm; and, 
(3) a conductive organic fine particle which may be a silicon oxide fine particle surface-treated 
with tin oxide doped antimony (see pg.l2, 1. 26 to pg.l3, 1. 2). Contrary, Takiguchi teaches the 
metallic-compound fine particle as having the Dv50/DvlO ratio, and a silica inorganic fine 
particle with an average particle size of 4 to SOnm (see 1[[0078]). As such, the particles having 
the Dv50/Dvl0 ratio in Takiguchi must be the conductive inorganic compounds. As set forth in 



-7- 



Application No.: 10/570,151 
Art Unit: 1795 



Amendment under 37 CFR §1.116 
Attorney Docket No.: 071850 



Table 1 of Takiguchi, all of the particles have a significant tin oxide weight percentage (wt. %) 
with the exception of compound no. 18 which utilizes zinc oxide (see ^[0287]). 

Applicant's claim 1, as now presented distinguishing that the claimed silica particle is not 
a conductive inorganic metallic-compound fine particle. This property is inherent to the particle. 
In order to prove this, the Applicant submits the attached reference material. The reference 
material describes that the resistivity of silica fine particles is 1 xlO Qm (= Ix 10 Qcm). From 
this description, it is evident that silica is inherently nonconductive. 

However, as noted above, the particle of Takiguchi must be conductive. JP '423 likewise 
does not disclose this feature of the present invention. As such, the combination of references 
does not provide for all the features of the presently claimed invention. Further, there is no 
reason whereby a skilled artisan would derive this feature based on the combination of 
references. As noted in M.P.E.P. §2143.01, under U.S. patent law a proposed modification 
cannot render the prior art unsatisfactory for its intended purpose. Such a modification would be 
necessary in order for the prior art to reach the present invention. Specifically, a skilled artisan 
would not convert the conductive material of Takiguchi to a non-conductive material, as the 
conductivity of the particles within Takiguchi is necessary for the invention thereof to fimction. 

Wherefore, applicants respectfiiUy submit that claim 1 as now presented and its respective 
dependent claims are not obvious in light of the combination of Takiguchi and JP '423. 
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Claims 4 and 5 are rejected under 35 U.S.C. §103(a) as being unpatentable over 
Takiguchi et aL in view of JP ^423 as applied above, and further in view of JP ^450 (JP 
2003-029450). 

Claim 8 is rejected under 35 U.S.C. §103(a) as being unpatentable over Takiguchi et 
aL in view of JP '423 as applied above, and further in view of Hagi et at. (US 5,776,646). 

Claim 17 is rejected under 35 U.S.C. §103(a) as being unpatentable over Takiguchi 
et aL in view oiJP '423 as applied above, and further in view of Niwa (US 2003/0027070). 

As these rejections all depend from the rejection of claim 1, by addressing the rejection of 
claim 1 as detailed above, likewise these rejections should be considered addressed by nature of 
their dependency. 

In view of the aforementioned amendments and accompanying remarks, Applicants 
submit that the claims, as herein amended, are in condition for allowance. Applicants request 
such action at an early date. 

If the Examiner believes that this application is not now in condition for allowance, the 
Examiner is requested to contact Applicants' undersigned attomey to arrange for an interview to 
expedite the disposition of this case. 
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If this paper is not timely filed, Applicants respectfully petition for an appropriate 

extension of time. The fees for such an extension or any other fees that may be due with respect 

to this paper may be charged to Deposit Account No. 50-2866. 

Respectfully submitted, 
Westerman, Hattori, Daniels & Adrian, LLP 

>LtAu/ / ^^^^ 
MichaeLO. Caridi 

Attorney for Applicants 

Registraljjon No. 56,171 
Telephone: (202) 822-1100 
Facsimile: (202) 822-1111 

MJC/tw 

Enclosures: Reference w/ partial translation 
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